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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 1,606,810 (REDSKINETTES)
Registered: July 17, 1990

In the matter of Registration No. 1,085,092 (REDSKINS)
Registered: February 7, 1978

In the matter of Registration No. 987,127 (THE REDSKINS & Design)
Registered: June 25, 1974

In the matter of Registration No. 986,668 (WASHINGTON REDSKINS & Design)
Registered: June 18, 1974

In the matter of Registration No. 978,824 (WASHINGTON REDSKINS)
Registered: February 12, 1974

In the matter of Registration No. 836,122 (THE REDSKINS - Stylized Letters)
Registered: September 26, 1967

AMANDA BLACKHORSE,
MARCUS BRIGGS,

PHILLIP GOVER,

SHQUANEBIN LONE-BENTLEY, Cancellation No. 92/046,185
JILLIAN PAPPAN, AND

COURTNEY TSOTIGH

Petitioners,

PRO-FOOTBALL, INC.

Registrant.

MOTION TO SUSPEND THE PROCEEDINGS

Pursuant to 37 CFR § 2.117(a) and TBMP § 510.02(a), Registrant Pro-Football,

Inc. ("Registrant”) hereby requests that the Trademark Trial and Appeal Board (the "T.T.A.B."
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or the "Board") suspend this cancellation proceeding until the final determination of Pro-
Football, Inc. v. Harjo (Civil Action No. 99-1385 (CKK)), because the Harjo case will have a
direct bearing on the instant proceeding, as Petitioners themselves acknowledge. (Petition for
Cancellation at 3.)

FACTUAL BACKGROUND: THE HARJO PROCEEDING

In September 1992, Suzan Shown Harjo and six other Native Americans
(collectively, the "Harjo Petitioners"} petitioned the Board to cancel the six registrations at issue
in the instant proceeding on the ground that use of the term "Redskin(s)" is scandalous, may
disparage Native Americans, and may cast Native Americans into contempt or disrepute in
violation of Section 2(a) of the Lanham Act. In its defense, Registrant asserted, inter alia, that
its trademarks do not and will not disparage Native Americans; that its trademarks do not and
will not bring Native Americans into contempt or disrepute; that the Harjo Petitioners' claims
were barred by laches; and that Section 2(a), on its face and as applied, violates the First and
Fifth Amendments of the Constitution of the United States. Following the Board's issuance of a
cancellation order (issued on April 2, 1999), Registrant filed a Complaint with the District Court
of the District of Columbia ("D.C.") seeking a de novo review of the Board's cancellation order,
pursuant to 15 U.S.C. § 1071(b). Pro-Foothall, Inc. v. Harjo, 284 F, Supp. 2d 96 (D.D.C. 2003).
The pleadings for that action are annexed hereto as Exhibit A.

Upon reviewing the factual and legal findings of the Board, the Court concluded
that "the TTAB's finding that the marks at issue 'may disparage' Native Americans is
unsupported by substantial evidence, is logically flawed, and fails to apply the correct legal
standard to its own findings of facts." Id. at 125-26. The Court observed that "[n]one of the

findings of fact made by the TTAB tend to prove or disprove that the marks at issue 'may
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disparage’ Native Americans, during the relevant time frame,' especially when used in the
context of Pro-Football's entertainment services." Jd. at 127. After a full review of the record--
which included dictionary evidence, historical evidence, survey evidence, and evidence on media
and fan use--the District Court concluded that the Board's determination that Registrant's marks
may disparage Native Americans was not supported by substantial evidence.

On the issue of laches, reversing the T.T.A.B., the Court first ruled that laches is
an available defense to a Respondent in a cancellation action under the Lanham Act. The Court
then concluded that the Harjo Petitioners' delay in bringing the suit was substantial; that the
Harjo Petitioners had both constructive and actual notice of the trademarks as of the dates of
publication; and that Registrant would suffer economic prejudice from cancellation at this point
in time. /d. at 139-44. In evaluating the prejudice to Registrant, the Court considered the
significant marketing and advertising costs expended by Registrant over the years in the
development of its brand,

On appeal, the D.C. Circuit remanded the issue of laches with respect to one
Harjo Petitioner, Mateo Romero ("Romero"), who was only one year old in 1967 and thus eight
years past majority when Harjo was instituted, and held that the District Court must consider
Romero's laches from the date of his reaching majority. Pro-Football, Inc. v. Harjo, 415 F.3d 44
(D.C. 2005). This laches review is pending, and the Court of Appeals has not yet ruled on the

merits of the disparagement claim,

! Petitioners have the burden of proving that the term "redskins" was disparaging on the

date it was first registered on September 26, 1967,
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ARGUMENT

L The Determinations in Harjo Will Have A Direct Bearing On The
Issues Before The Board

Where a party to a case pending before the Board is also involved in a civil action
that may have a bearing on the T.T.A.B. matter, the Board may suspend the proceeding until the
final determination of the civil action. 37 CFR § 2.117(a); TBMP § 510.02(a). This is because
"a decision by the United States District Court would be binding on the Patent Office whereas a
determination by the Patent Office as to respondent’s right to retain its registration would not be
binding or res judicata in respect to the proceeding before the federal district court." Whopper-
Burger, Inc. v. Burger King Corp., 171 U.S.P.Q. 805, 807 (T.T.A.B. 1971). A court's decision
regarding both laches and the right to registration are binding on the T.T.A.B. The Seven-Up Co.
v. Bubble Up Co., 136 U.S.P.Q. 210, 214 (C.C.P.A. 1963); see also In re Alfred Dunhill Ltd.,
224 U.S.P.Q. 501, 503 (T.T.A.B. 1984); J. Thomas McCarthy, 4 McCarthy on Trademarks and
Unfair Competition § 32:94 (4th ed. 2006) (hereinafter "McCarthy").

Registrant is a party to an action pending before the D.C. District Court involving
the same trademarks, same alleged grounds for cancellation, and same defenses. See Exhibit A.
Petitioners do not dispute that virtually identical issues exist in the two actions, and, indeed, here
have explicitly professed their intention to rely on the record in Harjo: "Because Petitioners in
this action are bringing a claim that is very similar to the one that was before the Board in the
Harjo case, they plan to rely on a significant portion of the evidence present in the Harjo record
for proving their case." (Petition for Cancellation at 3.)

The Court of Appeals’ findings with respect to the sufficiency of the evidence

presented in Harjo will bear directly on the Board's findings in the instant proceeding, as
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Petitioners have indicated that they will be using a "significant portion” of that evidence. The
Appellate Court's final conclusions as to whether this evidence suffices to establish that the
matter contained in Registrant's marks is disparaging--the identical issue to that raised here--will
be binding on the Board.

The Court of Customs and Patent Appeals has held that a laches ruling ina
cancellation action applies with full force to later cancellation actions that raise the same facts on
the laches issue. 7he Seven-Up Co., 136 U.S.P.Q. at 214. "Where . . . one party to a cancellation
proceeding has prevailed in a litigated and finally determined action by reason of the affirmative
defense of laches with respect to the same factual averments which have been pleaded verbatim
in a later cancellation proceeding, . . . it is incumbent on the Patent Office . . . to give effect to
such an established defense . . . ." Id. (emphasis in original). Thus, if the District Court rules
that the economic prejudice incurred by Registrant was of sufficient magnitude to support
Registrant's laches defense, the T.T.A.B. must "give effect" to that ruling in the instant action.
Such consideration is especially potent here, where Petitioners will most likely be relying on
much of the same evidence as in Harjo to refute the economic-prejudice aspect of Registrant's
laches defense. {(See Petition for Cancellation at 3.)

Accordingly, the Court of Appeals' and the District Court's findings as to whether
the evidence on the Harjo record is sufficient to establish that Registrant’s marks are disparaging
and as to the weight to be afforded Registrant's economic prejudice in the laches equation may
impact directly the issues before the Board here. As the civil action thus may have a bearing on

the instant matter, suspension is proper. 37 CFR § 2.117(a); TBMP § 510.02(a)
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Based on the foregoing, Registrant respectfully requests that the Board stay this

proceeding pending the final determination of Harjo.

Dated: New York, New York
September 26, 2006

Quinn Emanuel Urquhart Oliver & Hedges,
LLP

By: :7[(/\/\ [ ug '

Robert L. Raskopf

Claudia T. Bogdanos

Lori E. Weiss

51 Madison Avenue

New York, New York 10010

Phone: (212) 849-7261

Fax: (212) 849-7100

Email: loriweiss@quinnemanuel.com

ATTORNEYS FOR REGISTRANT
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EXHIBIT A
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

PRO-FOOTBALL, INC.
21300 Redskin Park Drive
Ashburn, Virginia 20147,
Plaintiff,

Y.

 SUZAN SHOWN HARJO

403 10" Street, SE
Washington, DC 20003,

RAYMOND D. APODACA
711 D Street, SE -
Washington, DC 20003,

VINE DELORIA, JR.
3170 Howell Road
Golden, Colorado 80401,

‘NORBERT S. HILL, JR.
2817 LeGrange Circle
Boulder, Colorado 80303,

MATEQ ROMERO
P.O. Box 1494
San Juan Pueblo, New Mexico 87566,

WILLIAM A. MEANS
3241 17* Avenue South
Minneapolis, Minnesota 55407,

MANLEY A. BEGAY, JR.
54 Rice Street
Cambridge, Massachusetts 02140,

Defendants.

COMPLAINT

N N S N St e g NPt

CASE NUMBER 1:99CV01385

JUDGE: Colleen Kollar-Kotelly

. DECK TYPE: Civil General

Mt s N Nt St St Nt gt gl gt Nt Nt vt Vb St Niaat “att “ast” v’ ‘s gt “oegps? !

DATE STAMP: 06/01/99

Civil Action No.

Plaintiff Pro-Football, Inc. (“Pro-Football”, “Washington Redskins”, “Redskins” or “the

Club"), by its attorneys White & Case LLP, for its complaint alleges as f‘ollpws: |



NATURE OF THE ACTION

1. Plaintiff Washington Redskins is one of the most storied sports franchises in the

* United States. It-has, for more than six decades, continuously used the famous name “Redskins”, -

and has held federal trademark registrations for as long as thirty years. This action seeks de novo

review, pursuant to 15 U.S.C. § 1071(b), of an unprecedented administrative decision by the

- - Trademark Trial and Appeal -Bqard of the United States Patent and Trademark Office (“TTAB_"

or “Board”) in a trademark cancellation proceeding brought by seven Native Americans entitled

Harjo, et al. v. Pro-Football, Inc, Cancellation No. 21,069. By Order dated April 2, 1999

(“TTAB Order”), the TTAB scheduled the cancellation of‘ the Redskins’ federal registrations for ‘
trademarks containing the word “Redskins” (the “Redskins Marks™). The TTAB action was
based on a sparingly used statutory provision, Section 2(a) of the Lanham Act, 15 U.S.C.

§ 1052(a), which has never been used to cancel such long-he]d, valuable registrations as the

Redskms Marks. The TTAB found that, as of the registration date for each of the trademarks at

issue (1967, three in 1974, 1978, 1985 and 1990), use of the term “Redskins” “may be
disparaging of Native Americans to a substantial composite of this group of people,” and “may -
bring Native Americans into contempt or disrepute.” As detailed below, the TTAB erred in
numerous respects in taking this extraordinary action, which deprives the Redskins of their long-
held, extremely valuable rights in its federal registrations for the Redskins Marks.

2.. . This case also raises serious constitutional issues not addressed by the TTAB.
Trademarks such as the Redskins Marks are extraordinarily powerful and valuable communicators
of.inf'ormatior_l, embodying in a single word or two-word phrase the entirety of the Redskins’ long

history and rich tradition in the arena of professmnal football. The TTAB's action penalizes the

_ Redskms for communicating to the public based on their marks® content. Moreover Section 2(a)

2.



of the Lanham Act, the statute relied upon by the TTAB for the cancellation of the Redskins’ °

federal trademark registrations, is overly vague, deprives the Redskins of due process, and.

 effectively chills constitutionally protécted speech. The Board’s actions; therefore, amount to -

governmental action in violation of the Redskins® First and Fifth Amendment rights.

3. Plaintiff Redskins seeks an Order of this Court: (1) reversing the TTAB Order
scheduling the cancellation of the Redskins Marks; (2) declering thé_t,th,c word “Reciskins“ or
derivations thereof contained in the Redskins Marks, as identifiers of the professional football
team, do not consist of or comprise matter that may disparage Native Americans; (3) declaring
that the word “Redskins” or derivations thereof contained in the Redskins Marks, as identifiers of
the professional football team, do not consist of or comprise matter that may bring Native

Americans into contempt or disrepute; (4) declaring that Section 2(a) of the Lanham Act, 15

- U.S.C. § 1052(a), is unconstitutional, both on its face and as applied to the Redskins by the

TTAB; (5) declaring that Defendants’ petition for canc_:eﬁation in the TTAB challenging the
Redskins Marks under Section 2(a) was barred at the time it was brought by the doctrine of

laches.

PARTIES
4, Plaintiff Pro-Football, Inc. owns and operates the Washington Redskins football

club, one of the thirty—one.(B 1) National Football League (“NFL™) member clubs (the “Member

. Clubs”) whose teams play professional football games. Plaintiffis a Maryland corporation with its

_ principal place of business at 21300 Redskin Park Drive, Ashburn, Virginia.

3. Upon information and belief, Defendant Suzan Shown Hargjo resides at 403 10

Street, SE, Washington, D.C.



6. Upon information and belief, Defendant Raymond D. Apodaca resides at 711 D

 Street, SE, Washington D.C.
7. Upon information and belief, Defendant Norbert S. Hill; Jr. resides at 2817

LeGrange Circle, Boulder, Colorado.

8. Upon information and belief, Defendant Vine Deloria, Jr. resides at 3170 Howeli

Road, Golden, Colorado.

9, Upon information and belief, Defendant Mateo Romero resides at San Juan

Pueblo, New Mexico.

10.  Upon information and belief, Defendant William A. Means resides at 3241 17°

Avenue South, Minneapolis Minnesota.

11.  Upon information and belief, Defendant Manley A. Begay resides at 54 Rice

'Str_eet, Cambridge, Massachusetts.

JURISDICTION AND VENUE

12,  This Court has subject matter jurisdiction pursuant to sections 15 U.S.C.
§ 1071(b)(1) and (4)‘, which provide that a party dissatisfied with a final decision of the TTAB
may institute a new civil proceeding challenging such decision. 15 U.S.C. § 1071(b)(4) provides
that venue is proper in this district, where, as here, Defendants reside in a multiplicity of districts.
This Court also has Subject matter jurisdiction pursuant to 28 U.S.C. § 1331, and declaratory

judgment jurisdiction pursuant to 28 U.S.C. § 2201.

RQCEDURAL BACKGROUND
13.  In September 1992, Defendants petmoned the TTAB to cancel the registratlons of

the Redskms Marks. The basis for the Petition was Defendants claim that the Redskms Marks



are scandalous, may disparage Native Americans and may bring Native Americans into contempt -
or disrepute in violation of Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a).

14. The registrations of the Redskiris Marks that Defendants sought to cancel cover
entertaim-n'ent services in the form of the performance of professional football games, which are
seen and followed by millions of football fans. The Redskins Marks at issue all contain the word =~
“Redskins” or a dertvation thereof:

» THE REDSKINS, styllzed registration No. 836,122, issued September 26, 1967,

¢ WASHINGTON REDSKINS registration No. 978, 824, issued February 12, 1974;

« THE WASHINGTON REDSKINS & DESIGN, registration No. 986,668, issued June

18, 1974;

e THE REDSKINS & DESIGN, registration No. 987,127, issued June 25, 1974;

o REDSKINS, registration No. 1,085,092, issued February 7, 1978; and

o REDSKINETTES, rééistratioq No. 1,606,810, issued July 17, 1990.

(Copies of the rgg_istrations are attached hereto.)
Defendants also sought cancellation of Registration No. 1,343,442 fo;' the mark SKINS issued
June 18, 1985; however, the Board found that no cancellation proceeding had eve;r been instituted
as to that mark, because it had been voluntarily canceled under an unrelated provision of the
Lanham Act. |

15.  The Redskins denied all of the allegations contained in the Petition, and asserted
eleven affirmative defenses, including, jnter alia, defenses that granting the Petition would result in
the violation -of the Redskins‘ constitutional rights under the First and Fifth Amendments.

16. | By intellloputory order, Harjo v. Pro Football, 30 U.S.P.Q.2d 1828 (T.T.A.B.

1994) (hereinafter “Pretrial Order™), the TTAB, relying on its status as an administrative agency
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and not an Article III court, decided that it was not empowered to entertain the Redskins’
constitutional defenses. The TTAB, therefore, did not attempt to reconcile its decision or findings
" with the Constitution, "

17, In its Pretrial Order, the TTAB also held that the relevant time frame for assessing
whether the Redskins Marks violate Section 2(a) is the date of the issuance of each registration,
as-opposed to the filing date of the Petition in 1992. The Board also struck several of the
affirnative defenses asserted by the Redskins, including the defense that the Petition was barred
by the doctrine of laches because Defendants waited many years (even, as to some registrations,
decades) to challenge these registrations.

18.  Following several years of discovery and motion practice, and after sub;nission of
evidence and oral argument, on April 2, 1999, the TTAB scheduled the cancellation of the
registrations for the Redskins Marks based on an improper finding that use of the term “Redskins”
in the Redskins Marks “may be dispe;raging of Native Americans to a substantial composit‘e of this
group of people,” and “may bring Native Americans into conterpt or disrcputé."

19.  The TTAB properly found that none of the Redskins Marks “consist{s] of or -
comprise[sj scandalous matter.” The TTAB also properly found that none of the symbols
contained‘ in the Redskins Marks, which include an Indian head profile and a spear and which

appear in Registration Nos. 987,127 and 21,069, are scandalous, disparagi_ng or bring Native

American into contempt or disrepute.

HISTORY AND FAME OF THE VALUABLE WASHINGTON REDSKINS MARKS

20.  The name Washington Redskins was adopted by the NFL franchise operating in

the nation’s capitol over sixty years ago, and is among the oldest of team names in any



professional sﬁorts !ea;gue;. In 1933, George Preston Marshall purchased the NFL franchise now

named the Redskins. The team, then located in Boston and called the “Braves,” moved from

. Brives Fiéld to Fenwdy Park and was renamed “The Redskins” by Marshall to distinguish. it from |
the professional baseball team playing in Boston. At the time the name “Redskins™ was chosen
for the team, William “Lone Star” Dietz, 2 Sioux Indian, was the tea_m’s coach. Since 1933, the
Club has been known as the Washington Redskins or Redskins, and has built tremendous
recognition in the Redskins Marks.

21.  The Rcdskins. have been leaders in the entertainment of the public through
professional football games, broadqast via television and radio nationwide to millions of fans.
They have appeared in five SUPER BOWL championship games, and won three of them, all sincé
1982.

22. The history and fame of the Redskins and the fame of the Redskins Marks, which
were completely ignored by the TTAB in its Order, is perhaps best demonstrated by‘the level of
interest in the Redskins expressed by members of the public nationwide. On any given Sum:lza.jr
during football season, many D.C. metropolitan area residents unite for several hours in following
the Redskins’ game. Throughout the country, Redskins fans follow the team through newspaper
sports pages, electronic media, local and naﬁonal television and radio broadcasts of Redskins
games and, increasingly, broadcasts delivered via NFL satellite packages, which allow
participating households to view games not televised nationally. Corporate sponsors vie to

 associate their companies and products with the Redskins Marks, and merchandise bearing the.
Redskins Marks is widely sold, purchased and recognized.
23.  The history of the Redslcms success and contribution to the commumty and the

public at large is not limited to football-related activities. Redskins’ owners, players, ‘coaches and _
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other personnel have been involved in civic and charitable activitiés in the Washington, D.C: '

community and the nation at large. The Club’s national renown is also demonstrated by the

" jiistorical and continuing recognition of the Club and attendance at games and team events by

prominent political leaders.

24.  The Redskins Marks are inherently valuable communicative symbols through
which the public identifies the team and its players, both past and present, and the Club’s storied
history. The Redskins Marks do not merely identify the current team, but incorporate and

communicate the entirety of the team’s history and fame.

THE VALUABLE BENEFIT§ OF FEDERAL REGISTRATION OF THE

REDSKINS MARKS

25.  Plaintiff’s federal trademark registrations confer valuable substantive and

procedural rights and substantial govemment benefits, including but not limited to those described

below.

26. A registration, as evidence of the trademark owner’s constructive use of its mark, -
confers nationwide priority — from the filing date of the registration — on a registrant, as against
any third party claiming first use of identical or similar marks.

27. A certificate of registration of a mark on the principal trademark régister is prima
facie evidence of the validity of the registered maric, of the registrant’s ownership of the mark, and
of the registrant’s exclusive right to use the registered mgrk in commerce or in connection with
the goods or services specified in the certificate.

28.  Because the Redskins Marks have been federally registered for well over five

years, the marks are “incontestable” as that term is.defined in Section 15 of the Lanham Act, 15

U.S.C. § 1065. To the extent the right to use a registered mark has become incontestable under
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Section 15, the registration is conclusive evidence of the validity of the registered mark and of -

registration of the registered mark, of the registrant’s ownership of the mark, and of the
registrant’s exclusive right to use the'registered mark in commerce. - - : R
29.  Ina federal trademark infringement action, the owner of a registered trademark

may be entitled to treble profits and damages and attomey’s fees, if successful against the

- defendant infringer.

30. The owner of # federally registered trademark, upon ex parte application, may l;e
granted a court order authorizing the seizure of counterfeit goods and an award of treble profits
and damages or statutory damages, as well as attorney’s fees.

31 Under the federal anti-dilution statute, registration affords several signiﬂcaﬁt,
tangible benefits to owners of distinctive and famous marks such as the Redskins Marks. First, a
trademark owner cannot obtain monetary relief under federal anti-dilution law without 2
registration. By contrast, a registrant who prevails on a dilution claim can recover treble profits
and damages and attorney’s fees. Second, the existence of a registration is a factor to be |
considered in determining whether a mark is distinctive and famous — the threshold inquiry for
dilution. Federal régistration therefore helps trademark owners prove a mark’s strength so as to
sustain an anti-dilution claim. Third, ownership of a federal registration immunizes the registrant
from suit under state anti-dilution law.

32. A federal trademark registration gives thé registrant Ithe right to use the symbol
“@®" which affords notice to the public that the designation is being used as a trademark and thus
permits tl}e registrant, in any' suit for infringement, to collect profits and damages without proof of

actual notice.



33. No ar;icle of imported merchandise that copies or simulates a registered trademark -
without authorization of the trademark owner may be admitted into the United States by the
-United States Customs Service. In order to aid the Customs Service in enforcing this regulation,
trademark registrants may record their trademark registration certificates with the Customs
Service, pursuant to 15 U.S.C, § 1124
34,  The owner ofa federal trademal‘-k registration may invoke the dispufe policy of
Network Solutions, Inc. in order to prevent the adoption and use of unauthorized and mfnngmg
Internet domain names.
35.  The TTAB's scheduled cancellation of the Redskins Marks would deprive Piaintiff

of the valuable benefits it has enjoyed for decades as a federal trademark registrant.

SECTION 2(a) OF THE LANHAM ACT
36. Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), prox-rides, in relevant part,
that no trademark shall be registered on the principal register that “[cJonsists of or comprises
immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a
connection with persons, living or dead, institutions, beliefs, or national symbols, or bring thepi

-

into contempt, or disrepute”.

. 37.  Asthe 'I"I‘AB explicitly acknowledged in its Order, assessing whether any mark,
including the Redskins Marks, may be disparaging is a highly subjective detemainati‘om governéd
by guidelines that are at best “vague and indistinct”.

38.  Neither the Lanham Act nor its legislative history provides any guidance for
deﬁﬁing the term “disparage” as used in Section 2(5_).
39.  The term “disparage” as used Iin Section 2(a) was explicitly acknowledged by the
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Patent and Trademark Office and the legislators debating _the enactment of this section of the

Lanham Act to be a highly subjective term that would result in severe problems in its application.

In the ii}'ores of Leslie Frazier, Assistant Commissioner of Patents during the congressional -

hearings oe Section 2(a): “the use of [‘disparage’} in this connection is going to cause a great
deal of difficulty in the Patent Office, because, as someone else has suggested, that is a very
comprehensive word, and it is always going to be just a matter of the personal opini.on of th_e
individual parties as to whether they think it is disp’araéing.” N

40. Asseseing whether any mark, including the Redskins Marks, may bring a group or
individual into contempt or disrepute is a highly subjective detemﬁnation, govemed by guidelines
that are at best “vague and indistinct”. |

41.  Neither the Lanham Act nor its legislative history provides any guidance for
defining the terms “contempt” or “disrepute™ as used in Section 2(a).

42.  The inclusion ef the term “may” in conjunction with the words “disparage,”

“contempt” and “disrepute” adds to the vagueness of the terms.

ERRORS IN THE TTAB ORDER

The TTAB’s Findings Regarding Disparagement and ContemgﬂDlsregute

Constitute Errors of Law and are Based on Erroneous Findings of Fact

43. Inits entire history, the TTAB has never canceled an incontestable mark that has
been in use for more than six decades and validly reglstered without challenge for three d_ecades
based on the disparagement, contempt or disrepute provisions of Section 2(a) of the Lanham Act.

44,  The TTAB's legal conclusions were in error, and are based on factual findings that
are clearly erroneous erroneous to a thorough conviction, and are otherwise insufficient to |

support cance!lat:on under Section 2(a) even under a preponderance-of- the-ewdence standard.
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45.  For example, the TTAB erred by felying on a survey that it admitted was severely -
flawed, particularly in the survey’s inability to measure attitudes during the Board’s stated
}'elévant time period, e.g., when the marks were registered and issued to the Club. The Board
acknowledged that éhe survey conducted by Defendants’ expert was flawed, “of limited
applicability” and “limit[ed] . . . probative value.” Furthermore, the critical survey question failed
to address the issue of “disparaging” in the context of professional football, but instéad asked
respondents for their views of the term “redskin” as referring to a person. Despite these
fundamental flaws, whi;:h preclude a scientific or other credible basis for an expert report, the
Board neverthelelss received the report in evidence and relied on the defective data generated by
the inadmissible survey.

46. The TTAB erred by concluding that the refevant group for assessing whether a
mark is disparaging or contemptuous/disreputable is a substantial composite of Native Ar.nericans,
and failing to define the term “substantial com;;osit.e“.

47.  The TTAB was internally inconsistent by relying on eviden_ce of the general
public's perceptions of the term “Redskins”, even though it had ruled that the viewpoint of Native
Americans was the relevant perspective from which to assess the Redskins Marks under Section
2(a). _

48. The TTAB erred by considering the actions of third parties — which the Board

characterized as potentially disparaging or bringing Native Americans into contempt or disrepute

- — as evidence against the Club. The Board explicitly acknowledged that much of the Native

American imagery that Defendants claim to be associated with Plaintiff is not used by Plaintiff, but
by fans and the media, whose actions cannot be attributed to the Club. Indeed, the TTAB

specifically found Plaintiff’s use of Native American imagery in the significant period during the
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1950’s and early 1960°s to be sensitive and tasteful. Nonetheless, the TTAB relied on the

extraneous and nonprobative evidence of use by fans and the media in its assessment of the

Redskins Marks.

49.  The TTAB ermred by relying on evidence outside the only time period that the
Board itself determined was relevant. In its Pretrial Order, the Board held that the only time
period relevant to the disparagement and contempt/disrepute questions was _ihe date of issuance
of Plaintiff's registrations (1967, 1974, 1978, 1985 and 1990). Nonetheless, the Board later |
improperly relied on a survey done in 1995 that cannot be used to ascertain public opinion in 1967
and the other dates of registration. Similarly, the Board erroneously relied on alieged historical

and other evidence dating back to the 1600s in determining perceptions in 1967.

50. The TTAB erred by not giving consideration to the Club’s intent in adopting and
using the name since 1933. The Board failed to consider the evidence that the team name was
adopted to honor Native Americans and that, indecd, the team’s then-head coach w;s himself a
Sioux Indian. The Board acknowledged the substantial evidence that, beginning in the 1960’5,' the
Club’s official literature and symbols were sensitive to Nati\fe Americans. The Board erred by not
considering the Club’s intent as a factor, despite testimony by exberts retained by both Plaintiff
and Defendants, supported by dictionary definitions, that the term “disparage” implicates fhe
speaker's iﬁt_ent.

51. | The Board erroneously concluded that the lacic of evidence of general use of
“redskins” from the 1960’s forward indicates recognition by the general public that the use of the
term “redskins” was “offensive” (although “offensive” is nowhere present in Section 2(a) and has
a different meaning ﬁ'oni the statutory lax;guag_q, spec;iﬁcally-in not requiring a showing of intent).

This erroneous conclusion improperly placed the burden of proving non-disparagemeht on the
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~ Redskins.
52 The TTAB erred by holding in its Pretrial Order that Defendants’ petition for

- ‘chéﬁlclé!:lati'c_m was not barred by the doctrine of laches, despite the fact that Defendants waited in’
some cases decades to bring their claims.

53.  As previously stated, the TTAB Order scheduling cancellation of Plaintiff’s marks
deprives Plaintiff-of its famous, long-held federal trademark registrations without sufﬁcnent basxs
under the Lanham Act, against both the plain meaning and underlying intent of that statute. The
Redskins Marks, as designations of the professional football team, do not disparage Native
Americans or bring them into contempt or disrepute under any analysis of the terms “disparage”,
“contempt” or “disrepute”. To the contrary, the name “Redskins”, when used in association with
prﬁfessional football denotes only the team and connotes the history and tradition of the Club,
embodying positive attributes, such as strength, sportsmanship and physical prowess, and evokes
emotional reactions associated with the competition and entertainment i:rbvided by profe_ssional
football. |

The Board Declined to Consider Section 2(a)’s Constitutional Deficiencies

54.  As previously siated, although Plaintiff explicitly raised th_gir constitutional

arguments at several stages of the proceedings (thereby preserving all such constitutional
arpuments for this action), the Board determined that it was not empowered to address Plaintiff’s
arguments as to the constitutionality of Section 2(a), but did note that the determination of
“disparagement” is “highly subjective” and that there is a paucity of case law and legislative
history to aid in interpreting the “disparaging” prong of Section 2(2). The Board also noted the
dearth of case law and legislative history ;o assist in interpreting the meaning of “contempt” or

“disrepute” in Section 2(a). |
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THE REDSKINS MARKS DO NOT DISPARAGE NATIV_E AMERICANS

55.  The Redskins Marks do not disparage Native Americans because, among other

' things, (1) the Redskins Marks as used by Plaintiff have developed a distinctive meaning in the

 context of professional sports that refers only to the football team in the Washington, D.C. area,

(2) Native American persons support the team name and trademarks and use and employ the

word “redskins” positively in other contexts; (3) Plaintiff had only positive intent in its adoption

_ and use of the term “Redskins™ as its team name and trademarks; and (4) the word “redskins”

itself is not disparaging per se.

56.  Defendants should be required to prove disparagement by clear and convincing
evidence, because of the long-held property interest sought to be canceled and the constitutional

issues at stake under the First and Fifth Amendments.

The Redskins Marks Do Not Disparage Native Americans When Viewed in the -
Context of Professional Sports, Where the Word “Redskins” Has Developed a

Distinctive Meaning Referring to the Professional Foothall Team

57. A mark’s registrability under Section 2(a) must be considered in the context of the

mark’s overzall use in commerce.

s8. A mark is not disparaging under Section 2(a) where the relationship between the

mark and the goods or services used in connection with the mark is not in ahd of itself
disparaging.
59 Plaintiff uses the term “Redskins” in the context of professional football.
60.  Professional football 'games are neither of questionable morality nor per se
offensive to or prohibited by Native American religious or cultural practices.

61.  Professional football games ehj'oy nationwide recognition, including among Native

Americans.
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62.  When used in connection with professional football games, the word “Redskins”

bears only positive associations.

63. o Neither Plaintiff nor any team membér, as the TTAB explicitly found, has ever
engaged in behavior perceived as disparaging Native Americans. Defendants conceded before the
Board that they cannot point to even a single example of disparaging conduct by team players,
coaches or .team representatives.' '

64.  Evenif the term “redskin”, used in singular, lower case form, refers to an ethnic
group, the term is not disparaging when employed as a proper noun, as a team name, in the

context of professional football.

65. The TTAB itself has recognized that the availability of an alternate meaning ofa

mark is important to the determination of whether the mark, as used, is disparaging.

66.  As stated previously, through long, sﬁbst_antial and widespread use, advertising, -
promotion and media coverage nationwide over six decades, Plaintiff’s Redskins Marks have
acquired a strong and distinctive denotative meaning identifying the Club's entertainment services
in the context of professionat football.

67.  As aresult of this strong secondary meaning, “Redskins” was perceived in 1967,
and today, to be a distinct denominative word, entirely separate from “redskin” as denoting
et?mioity. Even though deriving from fhe origina), ethnic meaning of “redskin”, “Redskins”
became, by 1967 at the latest, a separate, entirely positive term in context used soleiy to identify
the professional Washington, D.C. area football team.

68.  Today, three decades after its original registration,- the use of “Redskins” as a

denominative designation for the professional football team is even more déeply iﬁgrained in

- _16._



O

popular culture, and l.he d-istincti\ée meaning of “Redskins™ even more firmly established in the
English language.
) 69 By failing to consider the context of the use of “Redskins” as identifying the
professionﬁl football team, the Board erred as a matter of law and was arbitrary and cap_ricious.
The Public U_ses “Redskins™ to Identify and Associate With the Club

70.  “Redskins” has been used extensively by the public to identify thé professional
football team from Washington D.C. ’

71.  Year after year, me_rchandise bca'ring the Redskins Marks has been purchased by
consumers in large quantities, indicating that many members of the consuming public desire to
associate themselves with the Washington Redskins by purchasing and wearing or using products
bearing the Redskins Marks.

72.  Newspapers feature the team r-la-rne “Redskins” in headlines and throughout sports
articles and have continued to do so solely as a term of reference for the professional football
team, not for persons of Native Amcncan descent. As not-ed supra, corporaté sponsors activel}.(
associate themselves each year with the Redskins brand. Similarly, United States Presidents and

Vice-Presidents have openly and publicly associated themselves with the Washington Redskins.

There is Native American Support for the Team Name and Term “Redskins”

73.  The TTAB has recognized the value, to the ultimate determination of whether the

challenged mark violates Section 2(a), of factual evidence comprising reactions of persons in the

allegedly disparaged group.
74.  Native Americans recognize the goodwill and positive attributes that accompany

the team name “Redskins” and advocate retention of the “Redskins” name and support the team.
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75.  Defendants have conceded that they speak only for themselves and not on be}iaif
of or with the support of any tribe. The 1995 Federal Register of recognized American Indian
tribal entities reveals that there are over five hundred official tribes throughout the United States.

76. The TTAB failed to consider clear evidence that there are Native Americans,
inclirding tribal chiefs and recognized leaders, who react positively to “Redskins” as used to
denote the professional football tear from Washington, D.C.

77. The TTAB ignored evidence from Native American reservations showing that £ﬁe

word “redskin”, even when used in other contexts, is not disparaging.

The Club’s Positive Intent in the Seiection and Usage of the Team Name Precludes
Disparagement Under Section 2(a) :

78.  The TTAB erroneously declined to consider the Club’s positive intent in its use

and selection of the team name “Redskins", despite testimony by experts retained by both sides
that the word “disparage” req_uilfe-s intent on the part of the speaker. |

79.  Disparagement has been defined as the utterance of a statement that the speaker
intends to be understood as demeaning, deprecatory or belittling. The focus thus is on the intent
of the speaker. This focus on the speaker's intent is required by the First Amendment, which
considers whether the speech itself is protected, regardless of the subj ecﬁvé feelings of listeners.

'80.  Section 2(a) of the Lanham Act does not include “offénsive” in its specification of

grounds for prohibiting registration. “Offensive” land “disparaging” have very different meanings.
“Disparage” means “to speak of in a slighting wﬁy, belittle” “Offensive,” in contrast, is defined
as “disagreeable to the senses; causing anger, displeasure, resentment, or affront.” |

81.  Plaintiff’s intent in adopting the team name ﬁras entirely positive. As Plaintiff has

publicly stated: “Over the long history of the Washington Redskins, the name has reflected
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positive attributes of the Native American such as dedication, courage and pride.” The Club has
continuously represented Native Americans in a “reserved and tasteful” manner.

82.  Respondent's respectful intent in both the adoption and usage of the team name is

- illustrated by tasteful and dignified traditional portraits of distinguished Native American tribal

chiefs on game program covers in the 1950's and 1960's. Likewise, the Native American profile
featured in the team logo isa respectful and serious cuitural portrayal and is smular to the Native
Arnerican representation on the United States nickel. Respondent is thus no different from other

organizations, including the United States government, that adopt positive, powerful namesakes
and images.

The Word *Redskin” is not Disparaging Per Se

83.  Even without considering the context of “Redskins” — which the Board was

required but refused to do — the word “redskln" is not per se disparaging.

84.  Dictionary evidence indicates that the word “redskin” in general is not disparaging.

Editorial designations in the form of dictionary usage labels can be valuable indicators of

contemporary perceptions of a particular word at a particular point in time. Dictionaries extant
during the relevant time penod as determined by the TTAB, 1967 and 1974, when Respondent's
earlier registrations issued, typically do not contain any usage label for the word “redskin,” thus
.mdlcatmg the term in general to be unremarkable and not disparaging. Moreover, the absence of
negative editorial labels used with the term “redskin” demonstrates that the word was cqnsndered
not disparaging and was used simply as a synonym for “Native American”.

85.  The TTAB failed to recognize the evidence in the record that literary and
cinematographic uses of “redskin” as an ;3thnic denotator feﬂect usageof thetermas a neutral

tefm synonymous and interchangeable with “Native American” or “Indian.”
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THE REDSKINS MARKS DO NOT BRING NATIVE AMERICANS INTO
CONTEMPT OR DISREPUTE

86.  Defendants bear the burden of proving that the Redskins Marks as designations of
tlhf; teém may bring Native Ameﬁcar;s into contempt or di.srepute, )ﬁhder Section 2(a).

'87.  Defendants should be required to prove contempt or disrepute by clear and
" convincing eviderice, because of the long-held property interest sought to be canceled and the
constitutional issug& at stake.

88. The TTA.B’-s finding that the Redskins Marks “may bring Native Americans into
cont'émpt or disrepute” was based on the same evidence it considered to conclude that the
Redskins Marks “may disparage” Native Americans.

89.  The TTAB’s failure to identify a separate meaning for the words “contempt or
disrepute™ and “disparage” is clearly erroneous because of the presumption that Congress intends
to give precise, distinct meanings to the different words in a statute.

90.  Because the TTAB's legal and factual conclusions were in error, and for the

reasons set forth in the cited paragraphs, the Redskins Marks do not bring Native Americans into

contempt or disrepute.

THE FIRST AND FIFTH AMENDMENTS WOULD BE VIOLATED BY
ENFORCING SECTION 2(A) AGAINST RESPONDENT

91.  The TTAB erroneously failed to consider the Constitution in construing Section

2(a) of the Lanham Act.

92.  Trademarks are constitutionally protected commercial speech. A trademark
communicates a virtually unlimited range of messages. In the complex commercial world that has

developed this century, a trademark is a shortcut, 2 bodk reduced to a single word or phrase,
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communicating the quafity, value, producer, sponsor and limitless other attributes of a product or
service.

93, The Redskins Marks, moreover, are deserving of even greater protection than pure -
commercial speech, which merely proposes a commercial transaction. Trademarks — particularly
marks that have been so long-held and are as indisputably famous as the Redskins Marks — are
core speech, representing virtually infinite expression through a mere symbol, phraéé or individual
word. Plaintiff and the general public use the Redskins Marks to invoke the history and storied _
success of the Club, and the marks evoke emotional responses from spectators and fans. Thus,
the Redskins Marks consist of speech more akin to 2 film, novel or work of art than to a mere

proposal to engage in a commercial transaction.

- 94, The prowsnons of Section 2(a) of the Lanham Act relied upon by the TTAB stand
apart from the general regulatory scheme of the Act, which is designed generally to review,
register, and then accord protection to designations ﬁ.mctlomng as trademarks. The |
disparagement and contempt/disrepute provisions of Section 2(a) do not test for basic trademark
functionality. Indeed, it cannot be disputed that the Redskins Marks have the necessary attributes
to function as trademarks and therefoi'e qualify for federal trademark registration: they are

famous marks that have been registered for up to thirty-two years and in which Plaintiff has

- worked to establish enremely valuable rights for over sixty years.

95.  Rather, targeting the so-called “dlsparagmg" “contempt[uous]” or
“disreput{able]” aspects of a mark, Section 2(a) regulates the actual content of a mark's message.

96.  Section 2(a) conditions thc granting of the benefits of federal trademark
reglstratlon upon the registrant not exercising constttut:onally protected free speech rights. Such

unconsitutional conditions are as offensive to the Constitution as a dlrect prohlbltlon of speech
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The government may not withhold a benefit from the Club or anyone else on a basis that impinges
upon the right of free speech.

07. .Section 2(a)isan impermissible content-based restriction inherently violative of |
the First Amendment. Thé First Amendment prohibits all viewpoint discrimination, even that
directed at suppressing racially offensive or debasing speech. The TTAB’s cancellation of the

Redskins Marks would deny Plaintiff the valuable benefits of federal registration based solely on

‘the content of the protected speech contained in the Redskins Marks. Section 2(a) of the Lanham

Act, both on its face and as applied to Plaintiff by the TTAB, is a classic unconstitutional

restriction on speech in violation of the First Amendment.

98.  The Constitution requires that speech that does not immediately affect conduct, _
such as fighting words, can only be regulated under the most stringent and narrowly defined
circumstances, as in the case of defamation or obscenity. -

99. The terms “disparage”, “may disparage”, “contempt”, “disrepute”, and “may bring
... into contempt or disrepute” — which the TTAB acknowledges are not defined in the statute or -
in its legislative history — are unconstitutionally vague. The statutory language of Section 2(a)
conveys no ascertainable standards for trademark owners to follow and thereby leaves the Board
with virtually unfettered discretion to deny re;gistration or to cancel regisirations, even in
situations such as presented here, where for over sixty years Plaintiff has worked to establish
valuable rights in its marks, and has owned its initial registration in the series of mark#; for thirty
years. S_ection 2(a) thus effectively chills Fifst Amendment speech rights.

100.  The terms “disparage”, “may disparage”, “contempt”, “disrepute”, and “may bring

.. into contempt or disrepute™ are unconstitutionally overbroad, allowing for the potential to
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sweep under their rubrics speech that is essentially unremarkable in context and not capable of
being legitimately regulated by the government as imminently harmful.

101, No governmental interest has been asserted to justify such severe, constitutionally

offensive injury to Plaintiff.

102. A federal trademark registration does not confer any government endorsement or
imprimatur. | |

103.  As applied to Plaintiff; Section 2(a) violates the First Amendment, because:
(a) Plaintiff’s trademarks constitute truthful, nonmisleading, lawful speech; (b) any asserted
governmental interest in regulating the content of Plaintiff’s registered trademarks is not
substantial; (c) Plaintiff may continueto -use its marks absent federal registrations, and because
federal registration does not cont_‘er any _oﬁ':cial endorsement or imprimatur, any asserted state
interests would not be advanced by cancellation, and thus Section 2(a) does not directly advance
any such governmental interes_t; and (d) Slection 2(a) is more extensive than necémry, in that it
prohibits registration not just of obscene or fighting word.s, but of 'nomnis!eading,'lawﬁal. terms |
that communicate a message that some might perceive as offensive, while others might not.

104.  Because Section 2(a) is unconstitutionally vague, it operates to deprive
trademark owners, such as Plaintiff, of property without due process of law, in violation of the
Fifth Amendment. _ |

DEFENDANTS® LONG DELAY IN SEEKING RELIEF

105.  The Redskins Marks have been registered for as long as thirty years and known
to Defendants for most, if not all, of that time. Defendants can offer no valid reason for waiting

many years, decades in some cases, bgtweeh the d_ate(s) on which they first learned of the -
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Redskins Marks and September 10, 1992, the date on which they filed the Petition for

Cancellation at issue in this matter.

106. The Redskins have invested millions of dollars in the use, promotion, registration

and protection of the Redskins Marks over the past sixty years, and, specifically, over the thirty

years since the initial registration issued for the Redskins Marks. The substantial goodwill and

value in the Redskins Marks developed by the Redskins through such effort aq_d g;qiense was
done prior to any complaint or objection by Defendants. |
107. Because of the tremendous value in the Redskins Marks developed by the
Redskins over the better part of this cenfury, the long period of Defendants’ inexcusable delay in
bringing their Petition for cancellation has resulted in extreme prejudice to the Redskins.

Defendants, therefore, should have been barred from bringing their claims pursuant to the doctrine

of laches.

FIRST CAUSE OF ACTION

{Declaration Of Non-Disparagement)

108.  Plaintiff repeats and realleges the allegations of paragraphs 1 through 107 of the

Complaint as if fully set forth hetein.

109.  Plaintiff's Redskins Marks do not, and will not, disparage Native Americans in

violation of Section 2(a) of the Lanham Act, 15 U.8.C. § 1052(a).

SECOND CAUSE OF ACTION

(Declaration Of Non-Contempt or Disrepute)

110. Plaintiff repeats and realleges the allegations of kparagrap_hs 1 through 107 of the

Complaint as if fully set forth herein.
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111, Plaiﬁtiﬁ‘ s Redskins Marks do not, and will not, bring Native Americans into

contempt or disrepute in violation of Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a).

THIRD CAUSE OF ACTION
{Declaration that Section 2(a) of the Lanham Act Violates the First Amendment)

1 12 Plaintiff repeats and realleges the allegations of paragraphs I through 107 of the
Complaint as if fully set forth herein. | g

113. Section 2(a) of the Lanham Act, 15 U.S.C. § 1052&5),. is a content-based, blanket
restriction on speech that inherently violates the First Amendment to the United States
Constitution.

114. Section 2(a) is facially overbroad, in violation of the First A_mendment-

115.  Section 2(a) is void forvagueness under the First Amendment.

116. As applied to Plaintiff, Section 2(a) violates the First Amendment.

FOURTH CAUSE OF ACTION

" (Declaration that Section 2(a) of the Lanham Act Violates the Fifth Amendment)

117. Plaintiff repeats and realleges the allegations of paragraphs 1 through 107 of the

Complaiﬁt as if fully set forth herein.

118. Because ofits Qagueness, Section 2(a) abridges Plaintiff’s due proéess rights

provided by the Fifth Amendment to the United States Constitution,

FIFTH CAUSE OF ACTION

{Declaration that Defendants’ Petition Was Barred by the Doctrine of Lachesl .

119.  Plaintiff repeats and realleges the allegations of paragraphs 1 though 107 of the

Complaint as if fully set forth herein.
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120.  Asa result of Defendants’ inexcusable delay in filing the Petition for Canceliation

of the Redskins Marks, and the undue prejudice suffered by Plaintiff, Defendants’ Petition for

Cancellation before the TTAB was barred by the doctrine of laches.

WHEREFORE, Plaintiff requests this Court to enter judgment:

(a)

(b)

(c)

)

(e)

®

e

reversing the Order of the Trademark Trial and Appeal Board, dated
April 2, 1999, schediiling cancellation of Plaintiff's Washington Redskins-
trademark registrations; and

ordering the Trademark Trial and Appeal Board to deny Defendant’s

Petition for Cancellation; and

declaring that Plaintiff’s Redskins Marks do not disparage Native
Americans, in violation of Section 2(a) of the Lanham Act, 15 U.S.C.

§ 1052(a); and

declaring that Plaintiff's Redskins Marks do not bring Native Americans
into contempt or disrepute, in violation of Section 2(a) of the Lanham Act,
15U.S.C. § 1052(=); and -

declaring that Section 2(a) of the Lanham Act, 15 US.C. § 1052(a), oniits
face is unconstitutional under the First Amendment to the United States
Constitution; and

declaring that Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), as
applied to Plaintiff is unconstitutional under the First Amepdment to the

United States Constitution; and
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(g)  declaring that Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a), is

unconstitutional under the Fifth Amendment to the United States

Constitution; and

(h)  ordering the Trademark Trial and Appeal Board to dismiss Defendants’

petition for cancellation challenging the Redskins Marks under Section

2(a), because the petition was barred by the doctrine of laches at the time it

was brought in the TTAB,; and

(i) awarding Plaintiff such other and further relief as this Court may deem

proper.

Dated: Washington, D.C.
June 1, 1999

e

Respectfully submitted,

WHITE & CASE LLP

By:
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Francis A.\Vhsquez, Jr, (D.C. Bar # 442161)
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Robert L. Raskopf

John Paul Reiner

Marc E. Ackerman

White & Case LLP
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

PRO-FOOTBALL, INC.,
Plainsiff Case Number 1: 99CV0[385
Judge: : Colleen Kollar-Kotelly

v. | o Deck Type: Civil General

SUZAN SHOWN HARJO, RAYMOND D.
APODACA, VINE DELORIA JR., _
NORBERT S. HILL JR., MATEO ROMERO,
WILLIAM A. MEANS, JR. AND

MANLEY A.BEGAY JR.

Defeﬂda.nts

J OIiQT ANSWER TO COMPLAINT

Defendants Suzan Shown Hagjo (Cheyemne & Acepaho Tribes of Oklahoma), Raymond
D. Apodaca (Pueblo of Ysleta del Sur), Vine Deloria, Jr. (Standing Rock Sioux Tribe), Norbert
S. Hill, Jr. (Oneida Tribe of Wisconsin), Mateo Romero (Cochiti Pueblo), Manley A. Begay, Jr.
(Navajo Nation), and William A. Means, Jr. (Oglala Sioux Tribe of Pine Ridge) (collectively,
“Native American Parties”) are all Native American persons, and each is 2 member of a different
federally-recognized Indian tribe. As and for their Answer to the Complaint of Pro-Football, Inc.
(“plaintiff” or “Washington Football Club”), the Native American Parfies jointly admit, deny, -
state,~and allege as follofls.

Prefatory Statement

In 1992, the Native American Pardes commenced an action before the Trademark Trial

and Appeal Board seeking cancellation of certain service marks owned by the Washington -
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Football Club and containing the term redskin(s). The history of the treatment of Native

.Americans, the history of the pejorative. word redskins(s), and other abundant evidence clearly -

demonstrate that the term redskin(s), on its face and in its derivative forms, is today and always
has been a deeply offensive, humiliating, and ‘degrading racial slur. Throughout their lifetimes,

each one of the Native American Parties has directly experienced the disparagé}nént, confempt.

“and disreﬁhié inherent in the use of the term redskings). The Tradémark Trial and Appeal Board =

properly embraced a straighdforward l‘egal basis for cancellation of the challenged marks.

" Section 14(3) of the Lanham Act provides for cancellation of a registration “at any time,” if the

subject mark was registered “contrary to the provisions” of Section 2(a) of the I.énham Act. 15
U.S.C. § 1064(3) (1995). Pursnant o Section 2(2), no mark shall be registered if it consists'of or
corﬁpﬁses “matter y:hibh may disparage... persons,... or bring them into contempt, or -
disrepute....” 15 U.S.C‘. § 1052(a) t19955. Each of the challcnged‘ma:ks contains the racial sb.:r
redskin(s) and was properly ordered to be canceled under Section 2(a).

Response to Facmal Allegations

For their responses to the specific allegations set forth in plaintiff's Complaint, the Native
American Parties respond as follows.

1. Admit that the Washington Football Club is located in the United States and dwns
the trademark registrations at issue; admit that those marks have been scheduled for cancellation
by the Trademark Trial and Appeal Board(“TTAB”) pursuant to Section 2(2) of the Lanham Act;
state that the TTAB’s Order speaks for itself; deny that the TTAB erred in any rﬁaterial respect;

and otherwise deny paragraph 1 of plaintifi’s Complaint.
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Deny that Section 2(a) of the Lanham Act is unconstitutional, on its face or as

applied, and deny that plaintiff hes been denied due process.

3. Admit thaf plaintiff brings this action for the stated purposes.
4. Admit the allegations of paragraph 4 of plaintiff’s Complaint.
5. Admit that Suzan Shown Hatjo resides in Washington , D.C.
] 6. Admitthar Rayrmond D. Apodaca résides in Washington, 'C.
7. Admit that Norbiert S. Hill, Jr. resides in Boulder, Colorado.
8. Admit that Vine Deloria, J. resides in Golden, Colorado.
9. Admit that Mateo Romero resides in San Juan Pueblo, New Mexico.
10.  Admit thaf William A, Meaps, Jr. resides in Minneapolis, Minnesora.
11, Admit that Maley A. Begay, Jr. resides in Cambridge, Massachuserts.
12.  Admit that this Court has subject matter jurisdiction and that venue in this District
is proper.
13.  Admitthe allegations of paragraph 13 of plaintiff's Complaint.
14.  Admit the allegations of paragraph 14 of plaintiff's Complaint.
15, State that plaintiff's response to the pefition befors the TTAB speaks for itself
16.  State that the interlocﬁtow order referenced in paragraph 16 of plaintiff's
Complaint speaks for itself.
17.  State that the Order referenced in paragraph 17 of plaintiff’s Complaint speaks for
itself.
' 18.  Admit that the parties engaged in'several years of discovery and ﬁ:otion practice

R

and that the TTAB scheduled the cancellation of the registrations; deny that the TTAB finding
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referenced in paragraph 18 of plaintiff’s Complaint was improper; and state tha.-t the TTAB's
Order speaks for itself, '

19. | State that the Order referenced in paragraph 19 of plaintiff’s éomplaint speaks for
itself.

"20. ©  Admit that the Washington Football Chib adopted the name “Redskins” sore than

- 60 years-ago; state that they are without knowledge or information sufficient to form:a belief as.

to the age of other team names; ﬁmit that George Preston Marshall purchased the referenced
NFL franchise, naxﬁed it, and moved it to Washington; dény the staterments as to his purpose in
naming the team; and otherwise deny the last two sentences of paragraph 20 of plaintiff’s
Complaint.
1. State: tha.t the first sentence. in paragt'aph 21 of plaintiff's Complaint is 100 vague ;
to adhait or -delny; admit .ti:le second §entence-

22.  Admit that some number of persons follow.the Washington Football Club; admit
that merchandise bearing the challenged marks is sold from time to time; and state that the
femainder of paragraph 22 of plaintiff’s Complaint is too vague to admit or deny.-

23.  State thet they are without knowledge sufficient to .form ﬁ belief as to the

allegations in paragraph 23 of plaintiff’s Complaint.

24.  Admit that the challenged marks are communicative and affirmatively allege that

the marks disparage Native Americans.
25.  State that the provisions of the Lanham Act, 15 U.S.C. § 1051 et seq. set forth the

benefits of federal trademark registrations.
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26, State that the provisions of the Lanham Act, 15 U.S.C. § 1051 et seq. set forth the

benefits of federal trademark rcg15trat10ns

27. Sw.tc that the provisions of the Lattham Act, 15 U.S.C. § 1051 et seq. set forth thc
benefits of federal trademark reglstranons

'28.  State that the provisions of the Lanham Act, 15 U.S.C. § 1051 et seq. set forth the

" benefits ﬁﬁd"mqﬁircmmts of federal tradermark registrations; deny that all 6f the marks had been

registe:red for five years as of the time that the action before the TTAB was commenced; and

affirmatively allege that the marks were not registrable in the ﬁrst__ihstance.

29.  State that the provisions of the Lanbam Act, 15 U.S.C. § 1051 et seq. set forth the '

“benefits of federal trademark registrations.

30.  State that the prowsmns of the Lanham Act, 15 U.S.C. § 1051 etseq. set forth the
benefits of federal trademark registrations.

31 State that the provisions of the federal anti-dilution statute, 15 U.S.C. § 1125.
speak for themselves.

32.  Admits tha; the owner of a registered mark can use the symbol “®" and state that
the Lanham Act provisions regarding its use speak for themselves.

33.  State that the provisions of 15 US.C § 1124 speak for themselves.

34,  State that the Network Soluuons, Ine. dzspute policies speak for themselves.

35.  State that the allegations of paragraph 35 are too vague to admit or deny |

36.  State that the provisions of 15 U.S.C § 1052(a) speak for themselves.

37.  Statethatthe Order referenced in paragrapﬂ 37 of plaintiff's Complaint speaks -

for itself.
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38.- State that the legislative hist(;ry referenced in paragraph 38 of plaintiff’s
' Complaint speaks fbr itelf., |

39. .St;tc that the legistative history referenced in paragraph 39 of plaintiff's
Complaint speaks for itself; and affirmatively allege that the use of the term “disparage” has not
resulted in “severe problems in its application.”

40,  Deny the allegations of paragraph 40 in plaintiff’s Complaint.

41.  State that. the legislative history referenced in paragraph 4| of plaintiff™s
Complainf Speaics .for itsetf.

42.  Deny the allegations of paragraph 41 in plaintiff's Complaint.

43, | State that they are without knowledge r information sufﬁcieqt to form a belief as
to the truth of the allegations set forth in ﬁaragraph 43 of plaintiff's Complaint; and affirmatively
state that tﬁe alleged iﬁﬁ'equcncy' in the hzvocétion of Section 2(a) of the Lanham Act
demonstrates that the statute does not result in “severe problems in its application.”

'44.  Deny the allegations set forth in paragraph 44 of plaintiff’s Complaint.

45.  Deny the allegations set forth in paragreph 45 of plaintiff’s Complaint, except
st;tc that the referenced Order speaks for itself. |

46.  Deny the allegations set forth in paragraph 46 of plainuff’s Complaint.

47.  Deny the allegations set foﬁil in‘f)aragraph_ 47 of plaintiff’s Complaint.

48.  Denythe all.egations set forth in paragraph 48 of plaintiff’s Complaint, except
state that the referenced Order speaks for itself.

49,  Deny the allegations set forth in parag;ﬁph 49 of plaintiff’s Complaint, except

state that the referenced Orders speak for themselves.
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50.  Deny the allegations set forth in paraéraph 50 of plaintifi’s Complaint, Iexccpt
state that the referenced Order speaks for itself.

51. -Den}; the allegations set forth in paragraph 51 of plaintiff’s Complaint.

52.  Deny the allegations set forth in earagmph 32 of plainuff’s Complaint, and
aﬁiméiively allege that the defeﬁse of laches is not available under Secﬁon 2(a) of the Lanham
Act:

53.  Deny the allegations set forth in paragraph 53 of plaintiff’s Complaint,

54, Admit that plaintiff raised certain constimtional arguments and state that the
Orders referenced in paragraph 54 of plaintiff' s Complaint speak for themselves.

55.  Deny the allegations set forth in paragraph 55 of plaintiff’s Complaint; and
affifmativel_y allege that the cﬁallenged marks disparage Native Americans and that the alleged
subjective intent of plaintiff are legelly ﬁrelevmt. .

56.  Deny the allegations set forth in paragraph 56 of plaintiffs Complaint, state that
plaintiff cites no legal authority for its proposal to impos‘e a hiéhcr standard of proof on
defendants, and affinnatively allege tha: the Naﬁvc American Parties have in any event satisfied
thar standard. | |

57.  Deny the allegations set forth in paragraph 57 of plaintifi’s Complaint.

58.  Deny the allegations set forth in paregraph 58 of plaintiff’s Complaint.

59.  Admit that plaintiff uses the term “Redskins™; stafe that plaintiff’s use of the term,

by its own statements and imagery, refers directly to Native-Americans; and otherwise -deny. the.

allegations set forth in paragraph 59 of pleintiff’s Complaint.
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609"



. 08430/99 MON 16:34 FAX 612 340 8800 " DORSEY WHITNEY ' @oid

60, Admi_t_ that the game of football is not itself of questionable morality, per se
offensive, or prohibitcd l?y Ngtive American _ieli'gions: affimmatively allege that one or more of
the Native Amencan Parties have participated in organized football, that all have participated ini
sports, and that all have participated in ‘tribal religious practices; and othe}wise deny the

 allegations of paragraph 60 in plaintiff's Complaint. |

617'.'"-: * State that the allegations of paragraph 61 in pleintif’s Complaint are to0.vague 10 . -
permit the Native Americ_an Putiss e s:}:r_;_i: or :*1,

62.  Deny the allegations set forth in paragraphIGZ of plaintiff' s Complaint.

63. State.-that the TTAB Order referenced in paragraph 63 .Of plaintiff's Complaint
and any statements made by Native American Parties” counsel at oral argﬁmcnt speak for
theu'iselves. . |

64.  Denythe allegations set forth in paragraph 64 of plaintiff's Complaint.

65.  State tHat the allegations of paragraph 65 in plaintiff's Complaint are 1o vague to )
paiﬁ:it the Native American Paities to admit or deny. - _

66.  Deny the altegations set forthm paragraph 66 of plaintiff’s Complaint.

- 67.  Deny the allegations set forth in pamgraph_‘ts‘! ‘crf plaintiff’s Complaint.

68. Deny tﬁe allegations set forth in paragraph 68 of plaintiff’s Complaint.

€9.  Denythe allcg-ations set forth in paragraph 69 of plaintiff's Complaint.

70.  Admit that the term “Redskins™ has been used,-from t.imc 10 time, to refer to the
Washington Football Club; state that plaintiff's use of the term refers explicitly to Native

L8

Americans; and otherwise deny the allegations of paragraph 70 of plaintiff’s Complaint.
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Ué 71.  Adinit that products containing one or more of the disparaging “Redskins™ marks
have, from tjme to time, been sold to consumers; state that -the_ remaining allegations in paragraph
71 of plaintiﬁ‘.s Complaint are too vague to permit the Native Arerican Parties to admit or deny.-
72.  Admit that some but not all _ne-w’s;?apcrs have continued to report on the activities
~of the WaSl}'i'ngton Football Club using the disParz_iging term that the Washington Footbatl Club
-2 has selected for itself; state that the largest newspaper in the ..anea ‘of the Washirigton Football
Club has editorialized for the name “Redskins” to bc_ghanged; and state' that the remaining
allegations in paragraph 72 of plaintiff’s Complaint are too vague to permit the Native American
Parties to admit or deny.
73.  State the TTAB Order reference in paragraph 73 of plzintiff’s Complaint speaks

..‘d -

- for itself

.”' ) ) 74.  Deny th; allégatious set.fon.h in- paiagfaph 74 'otl' plaintiff’s Compliint.

75.  Deny the allegations set forth in the first sentence of paragraph 64 in plaintiff's
Complaint; state that there are over 550 federally recognized Native, Ametican tribal
governments in the United States; and state that the phrase “official tribes™ is unintelligible.

76.  Deny the allegations set forth in paragraph 76 of plaintiff’s Complaint.
77.  Deny the allegations set forth in paragraph 77 of plaintifi’s Complaint.
78:  Deny the allcgations set forth in paragraph 78 of plaintiff’s Complaint.
79.  State that the definition alleged in paragraph 79 of plaintiff’s Complaint is

.nnattributod and that the Native American Parties therefore can neither admit nor deny that the

unattributed source has'puzportg.d to offer the alleged definition; and deny the rcmaiuipg

(/ ) allegations set forth in paragraph 79 of plaintiff's Complaint.
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State that Section 2(a) does not itself use the word “offensive™; and state that the

deﬁnit'_ipns allcged in paragraph 79 of plaintiff’s Complaint are un-attributcd and that the Native

Amcncan Pattms therefore can nclther admxt nor deny that the unatiributed source(s) has

purported to offer the alleged definitions.

81.

Deny the first and third sentences in paragraph 81 of plaintiff's Complaint; and

- state that they arewithout knowledge or information sufficient to form a belief as to the second ©

senténce therein,

82.
83.
84,

Deny the allegations set forth in ﬁaragraph_ 82 of plaintiff's Complaint.
Deny the allegations set forth in paragraph 83 of plaintiff®s Complaint.

Deny the first aud last sentences in paragraph 84 of plaintiff's Complaint; and

state that the remaining allegations in that paragraph are too vague to permit the Native American

{
' ) Parties to admit or deny.

Der;j'- the allegations set forth in paragraph 85 of plaintiff's Complaint.

8s.
86.  State that Section 2(2) ofthe Lanham Act speaks for ftself.
87.  Deny the allegations set forth in paragraph 87 of plamtlﬁ"s Complamt.
88.  State that the TTAB Order referenced in paragraph £8 of plaintiff's Complaint
speaks for 1tsc1f | :_ '
89. Deny the allegatlons set fqnh n paragraph 89 of plamtlff‘ s Complamt
90.  Denythe allegati_ons set forth in paragraph 90 of plamnﬁ‘s Complaint.
91.  Deny the allegations set forth in paragraph 91 of plaintiff's Complaint.
| 92.

State that the allegauons set forth in paragraph 92 of: pla'mnff’s Complaint are too

-) vague to permit the Native American Parties to adn:ut or deny
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93.

State that the allegations set forth in paragraph 93 of plaintiff's Complaint are too

vague to permit the Native American Parties to admit or deny.

94.

State that Section 2(a) is-an'integral component of the Lanham Act; and state thar

the allegations set forth in pai'agraph 94 of plaintiff’s Complaint are too vague to permit the

Native American Parties to admit or deny.

9s.
96.
97.
98.
99.

Deny the aﬂeganons set forth mparagraph 95 of plamuﬁ‘s Complaint.
Deny the allegations set fonh in paragraph 96 of plamuff‘s Complaint.
Deny the allegations set forth in paragraph 97 of plaintifi’s Complaint.
Deny the a'.llegations‘ sct forth in paragraph 98 of plaintiff's Complaint.

State that the TTAB Order referenced in paragraph 99 of plamnff's Complaint

speaks for itself, and otherwise deny the allcganons set forth in pa:agraph 99 of plamtiﬁ‘s

Complaint.

100.
101.
102
103.
104.

105.

Deny the allegations set forth in paragraph 100 of plaintiff’s Complaint.
Deny the allegations set forth in paragraph 101 of plaintiff's Complain.
Deny the allegations set forth ﬁ paragraph 102 of plaintiff’s Complaint.
Deny the zllegations set forth in paragraph 103 of plaintiff’s Complaint.
Deny the allegations set forth in paragraph 104 of plaintiff's Complaint. -

Admit that one of the challenged marks was registered in 1967; affirmatively

allege that not all of the Native American Parties, and not all Native Americans, were alive and

- oflegal age at the time of the first registration; affirmatively allege that the Washington Football

Club has been on actual notice of the offensive, disparaging, contempruous, and disreputable
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u character of the term redskin(s) since the time of the first registration; and affirmatively allege

that the ciefense_ pf laches is not available to the Washington Football Club.

106. | State that the allegations sét_ {or_l;b.ix_l the first sentence of paragraph i0.6 in
plaintiff’s Commplaint are too vague tojp‘eﬁni.t"th;: :Nat"ive American Pa:tiés to admit or deny; and
deny the second sentence in that paragraph,

107. Deny the allegations sct forth in paragraph 107 of plaintiff’s Complaint.

Response (o f‘i’fst Cause of Action
108. The Nativé American Part:ies it;cibi'poéé'te i;;,réin their responses o paragraphs |
through 107' of the Complaint.
109. Denythe allegahons set forth in paragraph 109 of plaintiff’s Complaint.
Rcmonse to Seccmd Caye of Action
”1 io. The Natwe American Parties mcoxporatc hcrem their résponses to paragraphs 1
tﬁrouéh 107 of the Complaint.
111. Deny the allegations ggt fahhm paragraph 111 of plaintiff's Complaint.
g.é:'é‘pgt nsc‘ 0 Th1rd Cgm;e of Action
112. The Native American Parties incorporate herein their reSponées to paragraphs 1
through 107 of the Complaint. '
113. Denythe auegati;@s égﬁgq&Q"m paragraph 113 of plaintiff's Complaint.
114. Deny the allegations set fort.h‘it; paragraﬁh 114 of plaintff’s Complaint.
115. Deny the allegations set forth in pa:a:graph 115 of plaintiff’s Complaint.

116. Denythe allegatmns set forth b paragraph 116 of plamuff‘ s Complamt.
Respo nse to Fom Cause of Action

Page 12 of 14
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117.  The Native American Parties incorporate herein their responses to paragraphs 1
through 107 of the Complsint. '

118. Deny the ailegatlons set forth in paracraph | 18 of plamuff’s Complaint.

Res pgg;_: to Fifth, Cat‘lsc of Act;gn

] : ]

119  The Native AmericanParties i mcorporate herem their mspoﬁses to paragraphs |

through 107 of the Complaint. -

120.  Deny the allegations set forth in parag;aph 120 of plaintiff’s Complaint. |
121.  Deny each and every zllegation set forth in plaintiff’s Complaint, except to the

extent expressly admitred herein.

mgauve Defensc

{"" .
122.  The Compiamt fails;in wholeor n p%:!;; to state a clamnpon which relief may be

granted. ' _ _
123. The Washington Footba‘llﬁ(flub- had the t:q::pinn:ixﬂ'it';,r t0 paﬂicipi'l'te fully in the -
proceedings below over 2 period of'si'g }:reqrs and seven months, and ﬁgcprdingly EF received due
process. _ o o o .
124, The cha]ienged service marks diséarage I:Igﬁve Americans :éh;i'-hold Native
Americans up to ridicule and contempt, sod tﬁcir regisﬁaﬁon is void ab initfo.

125.  Section 2(a) of the Lanhdm Act should be construed and applied consisterit with

the Indian Trust Doctrine.

.
J-a"\,..
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United States District Court
for the District of Columbia -
Office of the Clerk

‘Washington, D.C. 20001
Re:  Pro Football, Inc. v. Harjo et al. :
Court File No, 1: 99CV01385 United States D1stnct Coun for
. the District of Columbia

Dear Marc:

MINNEAPOLLS PiLLseuny CENTER SOUTH NEY YORXK
WASHINCTON, D-C. : ) 220 SouTH SIXTH STREET DEANVER
LoNpON MINNEAFOLIS, MINNESOTA 55402-1498 SEATTLE
PRUSIBLS . TELEPHONE: (612) 340-2600 .-, T
) - ¥ . vy, FARCD
HONG KONG Eax: (612} 340-2868 L
- RILLINGS
DES MOINES - N
ROCHESTER 'MICHAEL A. LINDSAY - , rsouLs
COSTA MESA . (612) 3407819 . o CABAT FALLS
: FAX: 340-8800 ) . :
lindsay.michact@dorsaylaw.com

[

Enclosed for filing is Defendants® Joint Answer to Complaint in this matter.

Very truly yo
Michael A. Li':_xdsay
MAL:skk
Enclosure

Boi7



CERTIFICATE OF SERVICE

I certify that on the 26th day of September, 2006, I caused a true copy of
Registrant’s Motion to Suspend The Proceeding to be served on Petitioners’ attorney, Philip J.
Mause, Drinker Biddle & Reath LLP, 1500 K Street, N.W., Suite 1100, Washington, D.C.

20005-1209, via First Class mail.
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Lori E. Weiss
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